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1 . Claims 1 -2, 4, 6, 1 7-1 8, 20, 22-23 and 25 are rejected under 35 U.S.C. 1 1 2, 
second paragrapin, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

As per independent claim 1 , there is NO relation between "receiving" step and 
other steps. Similarly noted independent claims 1 7 & 23. 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement tliereof, may obtain a patent tlierefor, subject to tlie 
conditions and requirements of tliis title. 

Claims 1-2, 4, 6-7 and 9 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The claims recite a method for performing a mathematical function. 

In order for a process claim to be considered statutory, the process claim must 
first be either 1 ) structurally tied to another statutory class (such as a particular 
apparatus) or 2) transform underlying subject matter to a different state or thing {In re 
Bilski). Claim 1 detail steps of generating a sequence of values. None of the cited 
steps are structurally tied to another statutory class (such as a particular apparatus). 
The dependent claims add nothing to solve this problem and therefore are non- 
statutory also. Claim 7 and its dependent claim are rejected under the similar logic as 
applied above based on their limitations. 

In addition, claims 1-2, 4, 6-7 and 9 all detail limitations that are directed toward a 
mathematical algorithm and not a practical application of that algorithm. Thus, while the 
claimed invention may useful and concrete, it fails produce a tangible result. 
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In sum, claims 1-2, 4, 6-7 and 9 are not directed to a tangible result nor do they 
transform an article or physical object. The claimed "delivering" do not transform an 
article or physical object to a different state or thing. The claims also do not present a 
tangible result of a practical application but does provide a useful and concrete result. 

Therefore, claims 1-2, 4, 6-7 and 9 are directed to non-statutory subject matter. 



3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 
645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In 
re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 
528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-2, 4, 6-7, 9-10, 17-18, 20, 22-23 and 25 are rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-12 of U.S. Patent No. 6,725,246. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the scopes of the 
inventions are the same. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-2, 4, 17-18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heinsen et al (US Pat. 4,158,285). 

As per independent claim 1 , Heinsen et al disclose an electronic wristwatch 
substantially as claimed, including: "receiving" step, i.e., data entry (e.g., hours, minutes 
or seconds in either decimal notation or colons, see col. 2, first complete paragraph and 
col. 34, second paragraph); "determining" step, i.e., arrangement proper format display 
(e.g., see result in table in col. 6); and "generating" step, i.e., a result is different from 
data entry. It is noted that Heinsen et al do not specifically detail the claimed " radix for 
each value of the second sequence varying over the second sequence in relation to an 
application" feature; Heinsen et al do disclose "mixed-radix numeration system" feature 
as stated in applicant's specification, e.g., see paragraph [0004]. Therefore, " radix for 
each value of the second sequence varying over the second sequence ..." and Heinsen 
et al's "mixed-radix numeration system" are the same. It would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to design the 
claimed invention according to Heinsen et al's teachings because the device generates 
a sequence of values in "mix-radix numeration system" as claimed. 
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As per claim 2, the "data entry" of Heinsen et a! should be in binary sequence in 
the process. 

As per claim 4, Heinsen et al do show the claimed feature, i.e., proper format of 
hour/minute/second or day/month/year. 

Due to the similarity of claims 17-18 and 20 to claims 1-2 and 4, they are rejected 
under a similar rationale. 

6. Claims 6, 10, 22-23 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heinsen et al (US Pat. 4,158,285) in view of Yuen et al (applicant's 
admission Prior Art, US Pat. 5,307,173). 

Heinsen et al have been discussed in paragraph No. 5 above. 

As per claim 6, the claim adds the "converting the decimal value into a binary 
sequence" steps to "reconstructing" step. These features are old and well known in the 
art. For example, see Yuen et al's Fig. 7, steps (150,154 and 156). It would have been 
obvious to a person having ordinary skill in the art at the time the invention was made to 
combine Yuen et al's steps in Heinsen et al, thereby making the claimed invention, 
because the proposed device is capable of transmitting / reconstructing sequence as 
claimed. 

As per independent claim 10, due to the similarity of claim 10 to claim 6, it is 
rejected under a similar rationale. 

As per claim 22, due to the similarity of claim 22 to claim 6, it is rejected under a 
similar rationale. 
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Due to the similarity of claims 23 and 25 to claims 1 and 6, they are rejected 
under a similar rationale 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tan V. Mai whose telephone number is (571 ) 272-3726. 
The examiner can normally be reached on Mon-Wed from 9:30am to 2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lewis Bullock, can be reached on (571) 272-3759. The fax phone number 
for the organization where this application or proceeding is assigned is: 
Official (571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
2100. 



/Tan V Mai/ 
Primary Examiner, Art Unit 2193 



